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1)^ Responsive to communication(s) filed on OTJanuarOm 
2a)D This action is FINAL. jhira tk^. . 

3,1-, ... ^"'^ This action IS non-finat 

C,aim(s) ZmZM:r2_3is/arependingintheapp,ication 
4a) Of the above claim(s) 9M9J02jmmm08i09 112 113 11,-,1^ w . 
consideration. ' ■"'''''^^'^^^ ' ^^■^ 115,116 and HQ-ioo is/are withdrawn from 

5)D Ciaim(s) js/are allowed 

9)S The specification is objected to by the Examiner 
10)DThedrawing,s,„,adon_,s/are..e,na.ep,ed„rb,n„h,o,ed,o by the Examiner 

..aTh:::rd::~^^^^ 

..PP™..,corre.e.ra.„.arer:::.^^^^^^^^^ 
12)a The oath or declaration is objected to by the Examiner 
Priority under 35 U.S.C. §§119 and 120 

"'a,aT:;?3re-rir'°^'"^'"-^ 

1. D Certified copies of the priority documents have been received 

2, n Ce«ed copies o, the priority documents have been received in Appiication No 
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DETAILED ACTION 
Status ofApplimtion, Amendments, ttnd/or Claims 



The Monnation Disclosure S.a.e,nen,, filed 1 1/26/99, and fte Supplemenml ,„fon„a,ion 

Discl„sureS,a,e.e„,,ffled3/23/00,havebee„e„,e.edi„.„.hereeoM. Appliean.s election of 

Group „,,Clain,sl9,23,27,29,3,,33,35,55-57,59,67,69,71,73-74,7SandS0-8, in Paper 
16 (1/7/02) is acknowledged. Likewise, Applicant elected SEQ ID NO: 24 for prosecution 

Clainrs 1-72, 75-77 and 79 were cancelled bythcApplicant in Paper 16;Clain,s 82-123 were 
added and read on the elected Invention. Applicant's election with traverse of SEQ ,D NO- 24 is 

acknowledged The traversal is on the grounds that SEQ ID NO.24,25 and 46 are related and 
encodeFATPlprotetn. The Exantiner agrees that bothSEQ ID NO's24,a„d 46 both encode the 
polypeptideofSEQIDNO: 25. in addition, since so^eoftheclain^s read on generic ntethods 

for ustngthcpotynucleotides, it is appropriate to include theclosely-relatedMynucleotides in 

the elected Invention 

Claims 73, 74, 78 and 80-123 and the nucleotides encoding SEQ ID NO: 24 are under 

examination in the instant application. 

Informalities 



Specification: 



s occurs, 
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The specification is objected to for the following informalit 



URL's 

The disclosure is objected to because it contains browser-executable code. This c 

forexample,onp.33,line6. AH URL's should be removed from the Specification. Applicant 

may refer to web sites by non-executablenameonIy(e.g.,"TheGAP program in the GCG 
software package"). SeeMPEP§ 608.01 (p). 

Appropriate correction is required. 

Title 

The t„Ie of the invention is not descriptive. A new title is required that is clearly 
indicative of flre invention to which the claims are directed. The following title is suggested- 

"METHODS OFIDENTIFYINGmmBITORSOFFATTYAClDTRANSPORTPROTEE. 

FATP". 

Appropriate correction is requested. 



Claim Ohje ctions/Rej erHnn« 



use §112, first paragraph-Scope of Enablement 

The following is a quotation of the first paragraph of 35 U.S.C. 1 
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person skilted i„ L an ,„ wh pe«a tr lir^h V;'' """" " '° ""^ 
make aad use the same and shall M forth ,t h j " """" ""^"^ '» 
carrying ont h/s inve"tion «»°"-"Pl«'«l by the inventor of 



73.74,78, 80-97, ,00, ,0,, ,04, ,07, „0, „,. „4. „7 at,d > ,8 are rejected 
under 35 U.S.C. , ,2, firs, paragraph, beca.se ,he specification, while being enabiing for a 
me4odofidentifyingf.r.i„bibitors for .hetransporter encoded by the po,ynuc,eo.idesof 
SEQ ID N0..24and 46. does no, reasonably provide enabie^entfora^ethodofidentifying the 

"«-<'-f''«^^^^.-porters.Thespcc,ficat.ondoesno.enab,eanypersonsU„edin,hear, 

.0 which i, pertains, or with which it is ntost ne^ly connected, to make the invention 

commensurate in scope with these claims. 

The claims are directed to methods of determining whether a drug or substrate is an 

inhibitoroffatty acid .ransporter^,rP.usingce„stransfectedw,th an expression construct 
encodi„ga^.r. transporter. Tl,ec,aims do no, recite any structuraihmitationforthe^.r. 
transporter, ^he specification discloses a ^....protein having an amino acid sequence shown 
.nSEQ,D NO: 25.aswe„as assays foridentifyiugFATPiigands using cehsrecombinantiy 
expressi„gSEQ,DNO:25. The scope of the paten, protection sought by the Applicant as 

defined by the claims faiis to correlate reasonably widtU^escopeofenabling disclosure setforth 
in the specification for the following reasons: 

InIlu^.8USPQ2d.,400(CAPC,988)page,404.the factors to be considered in 
de.erm.ningwhefi,eradisc,osurewou,drc,uire undue experimenta,.oninclude(,)d.e<,uan,i,y 
Of expertmentafionnecessary.(2)theamountof direction or guidance presented. (3)theprescnce 
orabsenceofworki„gexamples,(4),henatureoftheinvent,on.(5).hes.teof.bepriorart(6) 
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the relative ski,, of those ■„ the art. (7) the predicability or unpredictability of the art, and (8) the 
breadth of the claims. 

Clatms 73.74.78. 80-97. ,00. ,01. ,04. .07. i 10, „ ,, ,,4. „7 and „8 are rejected 

Since they recitea..^.r/.X" transporter. However, the breadthofthec,ain,sistoo extensive. 
Applicants are not enabled for all FATP transporters. Applicants are only enabled for the 
polynucleotides encoding the FATP transporter of SEQ ID NO 25. ,n add.tion. Applicants have 
not provided guidance or working examples with regard to how to ntake all possible FATP 
«ers, including ones that have yet to be discovered. Nor is it predictable to one of 
ordinary skill in the art how to make all FATP transporters besides those disclosed in the 
specification. A large quantity of experimentation is required to make all of the FATP 

.ranspotters encompassed by the claims and evaluate them to see ifthey are usefi.1 in the clatmed 
assays. Last.y.the„at.eof.he invention is complex, especially given the intricacies and lack Of 
predictability concerning interactions between complex biological molecules such as receptors 

and theirspecificbtnding partners. Substrate affinities for closely related transporters can differ 
dramatically. The nucleoside transporters UNTXin UlsHma.la are examples in which 
experimenters have created iully-tnnctional ne. transporters with as few as two point 

mutations (2001, Vasudevan, et al, PNAS, 98: 6092). 

merefore. due to the large breadth of the claims regardtng all FATP t™,spor,ers. along 

withalack of guidance and working examplesofhow to make and use all^.rPtransponers as 
well as the unpredictability in the art of how ,„ make sa,d transporters, the Examiner believes 
.hat undue experimentation would be necessary to practice the method of using all FATP 
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.ansp„„e..eW™s.e,ee.„„ca„,eove.o„eiMpp„ca„^^ 
specific Sequence ID Numbers. 



Furthermore claims 1 04- 1 06 and 1 1 4 1 1 a o 

H luo and 114-1 16 are not enabled under 35 U.S.C 112 first 

.BeM>e„athpep.Me,.oesno._,,p„v.eena«e„e.f„.vaHousp«ei„f^^^ 
^-.,whe.i„.HeOKA.,ue„ce,saUeas.95rWde„«eaUo,he«osed„uc,e.^ 
se— .T.esp..ea.,o„aoes„o,e„aMea„,pe.o„..e...He..ow.^^ 

orwi.Hw.c.iUs™s.nea.,,„..o™a.e,Hei„ve„«o„e„„„_ 
these claims. 

^eCatas are disced ,„„.eofapo,y„uc,e„.idee„codtaga;^.r/..a„sp„„er 
polypeptide ,„ sea^ch fo. «i.o. of .e ...pone. The .pe.«.^^^^ 

..spo„e,e.codedb.*eDNA„rsBQ,ONO:24and4Mavi„,.a..oaeM.e,ue„ce 
show„.SEQ,DNO:2,asweIUs»e*odsfo._„a„,,,,,,,,,„^3,^,„^^.^ 

T1>esc„pe„f.epa«p™ec,i„„.ou,h..,«,eApp,ea„.,3def.„ed....ee,.„sfaUs.o 

— .e.„„a.,w...esc„peofe„aM,n,d.e,os„e.,f„„h..especi^^^^^^^^ 

following reasons: 



by the 



Thespeemca.o„d.c,„sesa„»aHed.ni^f„.,,efa„,ae..a„.p„«. 

-..s„od.e.s.„„,o.wo..,.a™p,esd.e,„.d..Hei.^.ea.. 
-ecessa.. ..e^e.o„.e.a.e,e„..some.a.™edpo,^^^^^^^^^^ 
*e..r..a„.p„„e.p„,,pep.de.Thei„s,.Uasec,ai™saae.n,.™oha.5r.„f*e 
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polynucleotide encoding ftepCypeptideofSEQID NO: 25. HoweveMhe art shows*. 

receptorfa^Uies have ™e.,e.wi*high„si™i.ari.iesbu,dispa:.,e auctions Fo. 

example, S.i,he,a,.(,99,Nat.eBio.eehno,ogy,5:,222-,223)de™ons«e.ha, tee are 

n_ cases in Which p.„,eins having ve.y differ. fi„c«ons share s„3in,.,a.i.y due 
to evolution fron,aco„u„on ancestral gene. Bre™,e.(,999.Trends in Genetics I5.,32.,33) 
argues that accurate utference of ft,„ction front homology „ustheadi«icultproblen, since 
assuming there are only aboutlOOO^ajor gene superfantilies in nature, then ™osthon,ologs 
-thavedifferenttnolecuiarandcellular^unctions. Bisson...(,993. CritRevBiochentMol 

B.o,,28:259)sn.died yeast transporter knockout phenotypes, and found little eot^elation between 
hontoiogyandthesubstratetrartsported. Pore^a^ple, they foundthatyeast transporters 
and*« displayed 83.7% ho„o,ogy,butG„« appears to transport Galactose, While a,, 
appears ,0 transport Glucose (based on knockoutphe„otype-co™pareTahle,andTah,e2A). 
S.n,ilarly,U.ge,alf„undthatonlyafewa„ri„oaoidsubstituti„nsing,ucose transporters can 
change substrate specify dran,atica„y(,998,Uang.H.,et a,. Mol.Cell.Biol ,8(2) 926, 
P.nally,Atsushi,e.al(1996,;.Biol.Chen,.271:303.„)foundtbatehangi„gse,ecta™inoacids 

.na„acy,-CoAsythetaseen.yn,e-lessthat3./,ofthe.ot.residues-resuhedina,Unct.onal fatty 

acid transporter (see Fig. 8). 

in la«,8USPQ2d,,400(CAFC 1988)pagel404, the factors to be considered .n 
de.en,,iningwhetheradisclosu.wouldre,uireundueexperi„entationincl„de(l)the,uantity 
of experimentation necessa.,(2,.hean,ountofdireetioncrguidancepresented,(3)thepresence 
orabsenceofwor«ngexantples,(4)«,ena.ureoftheinven.,on,(5,thes.ateofthepri„rart(.) 
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U>e relative sici,,of,hose in *e art. (7, ,hepred«y„.u.p„^^^ 

breadth of the claims. 

Due ,0 the large quantity of experimentation required to detennine how to use the 

variantsofSEQ,ONO:25,the,acl.ofdirec«on or guidance in the specification regarding sa^e 

(e.g.. what amino acids are necessary to ntaintain the functional cha^cteristicsofthepolypeptide 
encoded by the claimed polynucleotide of SEQ ID NO: 24 and 46). the lack of working 

examples to varia„,sofSEQ,DNO:25.thesta.eofthear, showing the unpredictability of 

.Unction based onstn.cturals.milari.yofrecep.or proteins, and the breadth of the Claims Which 
embrace innumerable variants of SEO TD MO- 

ID NO. 25, undue experimentation would be required of 

the skilled artisan to make and use the claimed invention in its full scope. 
Conclusion: 

Claims 73.74,78.80-97. 100, 101. 104, 107. no. Ill, ,14, inandllSarerejectedfor 

the reasons cited above. 
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Advisory Information 

Any inquio. concerning this communication or earlier communications from the 
examiner should be directed to Sandra Wegert whose telephone number is (703) 308-9346. TTte 
examiner can normally be reached Monday - Friday from 9:00 AM to 5:00 PM (Eastern Time) 

If attempts to reach .he examiner by telephone are unsuccessM, the Examiner'ssupervisor. Gary 
Kunz, can be reached at (703) 308-4623. 

Official papers filed by fax should be directed to (703) 308-4242. At.y inquiry of a 

general nature or relatrng to the statusofthis application orproceeding should be directed to the 
Group receptionist whose telephone number is (703) 308-0196. 



SLW 
3/18/02 



ELIZABETH KEMMERER 
PRIMARY EXAMINER 



